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1 . Claims 1 , 5-6, 1 1 , 1 6 and 20-21 have been amended. Claims 1 -1 7 and 20-25 
have been examined. 

Response to Arguments 

2. Applicant's arguments, filed 08/04/2008, have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of Shen et al. (U.S. Patent 
Application Publication 2003/0149890). 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC § 102 

4. Claims 1, 5-6, 8-16 and 20-21, are rejected under 35 U.S.C. 102(e) as being 
anticipated by Shen et al. (U.S. Patent Application Publication 2003/0149890; hereafter 
referred to as "Shen"). 

For claims 1,11 and 16, Shen teaches a method and computer readable storage 
medium of storing digitally encoded material, the method comprising: 

Associating a unique identifier with digitally encoded material (note paragraph 
[0064]); and 
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Associating one or more built-in functions (note paragraph [0085]) with digitally 
encoded material such that the unique identifier and the built-in functions are coupled to 
the digitally encoded material (note paragraph [0034]); and 

Rendering or transforming the digitally-encoded material based on the built-in 
functions (note paragraph [0094]), wherein the digitally-encoded material can be 
transformed and rendered only by the built-in functions (note paragraph [0017]). 

For claims 6 and 21 , Shen teaches a method and computer readable medium for 
tracking digitally encoded material, the method comprising: 

Appending a unique identifier to the digitally encoded material (note paragraph 
[0064]); 

encrypting a combination including the digitally encoded material and the unique 
identifier (note paragraph [0034]); and 

appending built-in function source code (note paragraph [0085]) and the 
encrypted combination to form an executable entity (note paragraph [0037]) capable of 
being executed independent of a particular operating system (note paragraph [0015]), 
wherein the digitally-encoded material can be transformed and rendered only by the 
built-in functions (note paragraph [0017]); and 

including at least an encryption (note paragraph [0015]) and decryption function 
with the built-in function source code (note paragraph [0032]). 
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For claims 5, 1 2 and 20, Shen teaches claims 1,11 and 1 6 further including an 
encrypt function (note paragraph [0015]) and a decrypt function (note paragraph 
[0032]) the built-in functions that enables the digitally encoded material to be stored in 
RAM in an encrypted form (note paragraph [0094]). 

For claims 8 and 13, the combination of Rabinovitch, Matsuyama and Friedman 
teaches claims 6 and 11 wherein the built-in functions include rendering functions (note 
paragraph [0094]) and transform functions (note paragraph [0032]). 

For claims 9 and 14, the combination of Rabinovitch, Matsuyama and Friedman 
teaches claims 8 and 13 wherein the rendering functions include one or more of a close, 
find shape, full screen, go to guide, help, open (note paragraph [0094]), order pan, 
properties, reveal, rotate/flip, search, select, size, and position, spell check or zoom. 

For claims 10 and 15, the combination of Rabinovitch, Matsuyama and Friedman 
teaches claims 8 and 13 wherein the transform function include one or more of copy, 
DRM agent (note paragraph [0032]), export, insert, log, new, paste, print, replace, or 
save as. 
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Claim Rejections - 35 USC § 103 

5. Claims 2-3, 17 and 22-233, 17 and 22-23 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Shen et al., and further in view of Matsuyama et al. (U.S. 
Patent 6,574,61 1 , hereafter "Matsuyama"). 

For claims 2-3 and 17, Shen differs from the claimed invention in that they fail to 

teach: 

Associating a history of the digitally encoded material with the digitally encoded 
material, wherein the history being located in a database. 

Matsuyama teaches: 

Associating a history of the digitally encoded material with the digitally encoded 
material (note column 23, lines 52-56), wherein the history being located in a database 
(note column 23, lines 1 1 -21 ). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the IPMP tools of Shen and the usage history of Matsuyama. One 
of ordinary skill in the art at the time of the invention would have been motivated to 
combine Shen and Matsuyama because it would provide a way for content providers to 
be compensated based on the usage of the content (note column 11, line 55 through 
column 12, line 8 of Matsuyama). 
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For claim 22, the combination of Shen and Matsuyama teaches claim 21 wherein 
the acts further comprise: 

tracking the digitally encoded material by maintaining an auditable document 
history log (note column 23, lines 52-56 of Matsuyama). 

For claim 23, the combination of Shen and Matsuyama teaches claim 22 wherein 
the auditable document history log is maintained in one of a file associated with the 
digitally-encoded material and a database independent of the digitally-encoded material 
(note column 23, lines 11-21 of Matsuyama). 

6. Claims 4 and 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Shen as applied to claims 1 and 6 above, and further in view of Rabinovitch (U.S. 
Patent Application Publication 2006/0101521). 

For claims 4 and 7, Shen differs from the claimed invention in that they fail to 

teach: 

wherein the built-in function includes one or more of Copy, Paste or Print. 
Rabinovitch teaches: 

wherein the built-in function includes one or more of Copy, Paste or Print (note 
paragraph [0047]). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the IPMP tools of Shen and the copy and print control functions of 
Rabinovitch. One of ordinary skill in the art would have been motivated to combine 
Shen and Rabinovitch because it would increase the management of the digital content 
by allowing control over copying and printing of the content. 

7. Claims 24-25 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
the combination of Shen, Matsuyama and Rabinovitch as applied to claim 10 above, 
and further in view of Nelson (U.S. Patent 6,691 ,229). 

For claim 24, the combination of Shen, Matsuyama and Rabinovitch differs from 
the claimed invention in that they fail to teach: 

Including the copy function in the transform functions wherein upon executing the 
copy function a second unique identifier is generated and appended to a generated 
copy of the digitally encoded material such that the copy comprises the unique identifier 
and the second unique identifier. 

Nelson teaches: 

Including the copy function in the transform functions wherein upon executing the 
copy function a second unique identifier is generated and appended to a generated 
copy of the digitally encoded material such that the copy comprises the unique identifier 
and the second unique identifier (note column 7, line 57 through column 8, line 1 1 ). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the combination of Shen, Matsuyama and Rabinovitch with the 
enforcement data of Nelson. One of ordinary skill in the art at the time of the invention 
would have been motivated to combine Shen, Matsuyama, Rabinovitch and Nelson 
because it would allow unauthorized copies of content to be traced to the person who 
accepted the original (note column 4, lines 38-42 of Nelson). 

For claim 25, the combination of Shen, Matsuyama, Rabinovitch and Nelson 
teaches claim 24, wherein executing the copy function updates document history of the 
digitally encoded material and the generated copy (note column 23, lines 52-56 of 
Matsuyama) and informs at least an author of the digitally encoded material of the 
generated copy (note column 9, lines 31-39; 57-61 of Matsuyama). 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID J. PEARSON whose telephone number is 
(571 )272-071 1 . The examiner can normally be reached on Monday - Friday, 7:30am - 
5:00pm; off every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Emmanuel Moise can be reached on (571) 272-3865. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

DJP 

/Emmanuel L. Moise/ 

Supervisory Patent Examiner, Art Unit 2137 



